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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^l Responsive to communication(s) filed on 24 April 2008 . 
2a )^ This action is FINAL. 2b)0 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-16 is/are pending in the application. 
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5) Q Claim(s) is/are allowed. 

6) |EI Claim(s) 1-16 is/are rejected. 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 



Election/Restrictions 

1 . Applicant's election with traverse of claims 1-16 in the reply filed on 04/04/2008 is 
acknowledged. The traversal is on the ground(s) that the inventions cannot be shown 
to be distinct. This is not found persuasive. Although applicant added claims 31 and 32, 
These are dependant on a non-elected invention and are, thus, withdrawn from 
consideration as being a non-elected claims. The Examiner stands that 
combination/subcombination restriction is proper. That is, the particulars of Invention II 
are not required for the operation Invention I. Here, the MRI system with a tracking 
probe does not require the auto-expanding RF-bars. Rather, Invention I is directed 
toward tracking the motion an RF coil to gate the image acquisition. Furthermore, the 
particulars of invention II has separate utility in providing a stationary or improved 
sensitivity profile. That is, Invention I calls for gating an imaging sequence in response 
to the movement of a probe. The motion-based gating of an imaging sequence is not 
required anywhere for the operation of Invention II. Applicant disputes that there would 
be a burden on the examiner if the restriction was not made. Here, the examiner stands 
that a search for an implantable RF-coil type catheter must include searches of surgical 
device classes (e.g catheters and endoscopes) and electronic circuit measurements. 
However, a MRI system with an insertable probe is uniquely classified under medical 
diagnostic testing class 600, subclass 424 and would require separate searches for 
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tracking pulse sequences. Furthermore, the Examiner notes that an updated search is 
performed with every office action. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 and 4-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Atalar et al. (U.S. Patent No. 6,628,980). 

Atalar et al. '980 teaches a probe for acquiring data in magnetic resonance 
imaging, the probe comprising: a self-expanding housing insertable into a subject to be 
imaged and constructed to permit fluid flow there through, including blood (col. 3, lines 
55-67; col. 4, lines 1-5; col. 19, lines 50-56); and a plurality RF coils attached to the 
housing (col. 6, lines 55-60). Atalar et al. '980 also teaches that the device is 
constructed to be insertable into a vascular system of the subject to be imaged (col. 19, 
lines 50-56). Atalar et al. '980 also teaches that the device further comprises at least 
one tuning capacitor connected to the plurality RF coils, the at least one tuning 
capacitor configured to tune the plurality RF coils (col. 17, lines 40-44). Atalar et al. '980 
further teaches a shaft connected to the housing and constructed to position the 
housing within the subject to be imaged (col. 4, lines 40-43). Atalar et al. '980 also 
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teaches a retractable sheath constructed to enclose the housing during insertion into 
the subject and translation to a target tissue to be imaged and further constructed to be 
retracted by a user to allow the housing to expand when proximity to the target tissue is 
reached (col. 1 6, lines 29-31 ). Atalar et al. '980 also teaches that the sheath is 
constructed to enclose the housing during insertion into the subject and translation to a 
target tissue to be imaged and further constructed to be retracted by a user to allow the 
housing to expand when proximity to the target tissue is reached (col. 15, lines 66-67; 
col. 1 6, 1 -1 1 ; col. 16, lines 29-31 ). Atalar et al. '980 also teaches that the sheath is 
formed of a material that applies a compression force upon the housing and the plurality 
RF coils during insertion into the subject and translation to the target tissue to be 
imaged, and wherein the housing is constructed of material to automatically expand the 
plurality RF coils when the compression force is removed, and further, that the sheath 
has a shaft that exceeds a distance from an insertion point to the target tissue to be 
imaged (col. 15, lines 66-67; col. 16, 1-37). Atalar et al. '980 also teaches utilizing nitinol 
bars for attaching the plurality RF coils thereto such that a first RF coil is connected to 
the first pair of bars and a second RF coil is connected to the second pair of bars (col. 
14, lines 57-60). Atalar et al. '980 further teaches that the first pair of bars is located in a 
first plane and the second pair of bars is located in a second plane (fig. 6D). Atalar et al. 
'980 further teaches that the first and second planes are perpendicular to each other 
(fig. 4A). Atalar et al. '980 also teaches a gap formed between the plurality of RF coils 
and the housing is configured to increase RF sensitivity away from the probe, as well 
as, insulating the gap with a dielectric material (col. 13, lines 66-67; col. 14, lines 1-11). 
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Atalar et al. '980 also teaches that the catheter allows blood to pass across the 
expanded catheter (col. 3, lines 55-67; col. 4, lines 1-5). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Atalar etal. (U.S. Patent No. 6,628,980) in view of Nevo et al. (USPN 6,516,213). 

Atalar et al. '980 teaches all the limitations of the claimed invention except for 
expressly teaching that the tracking coil is configured to transmit tracking signals for 
gating data acquisition. 

In the same field of endeavor, Nevo et al. '025 teaches using tracking coils 
configured to transmit tracking signals for gating data acquisition (col. 14, II. 21-40). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Atalar et al. '980 in view of Nevo et al. '213. The motivation to modify 
Atalar et al. '980 in view of Nevo et al. '21 3 would have been to provide the method with 
accurate readings of position or orientation of the probe throughout the procedure 
where the position data is acquired using commercially available tracking coils. 
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Response to Arguments 

8. Applicant's arguments filed 05/14/2007 have been fully considered but they are 
not persuasive. 

9. Regarding claim 1 , Applicant alleges that Atalar does not teach or suggest "a gap 
formed between the plurality of RF coils and the housing configured to increase RF 
sensitivity away from the probe". Applicant further alleges that Atalar fails to teach a 
plurality of RF coils separated from an expandable housing by a gap therebetween. 
Here, Applicant alleges that the expandable housing in Atalar is the imaging coil. The 
Examiner disagrees. The Examiner had applied Atalar for Atalar's express teachings of 
an expandable probe 870 (i.e. a self expanding housing...) a plurality of RF coils 804 
attached to probe 870 (see Fig. 8A) wherein a gap formed between the plurality of RF 
coils and the housing is configured to increase RF sensitivity away from the probe 802 
(see col. 16,1.64- col. 17,1.24). 

1 0. Applicant has not presented any further arguments with respect to the prior art 
rejections of claims 1-16. Accordingly, claims 1-16 stand rejected on the grounds set 
forth above. 

Conclusion 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ELLSWORTH WEATHERBY whose telephone number 
is (571 ) 272-2248. The examiner can normally be reached on M-F 8:30 a.m. - 5:00 
p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le can be reached on (571 ) 272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/EW/ 



/Long V Le/ 

Supervisory Patent Examiner, Art Unit 3768 



